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Before WNTERS, WLLIAMF. SMTH, and GRON, Adm nistrative
Pat ent Judges.

GRON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

This is an appeal under 35 U.S.C. § 134 from an
exam ner’s final rejection of Clains 2 and 6-9.
On consideration of the record of this case in its
entirety, it is hereby ORDERED t hat
the examner’s final rejections in this case are
VACATED, and t hat
this application is REMANDED to the exam ner for
further action consistent with the foll ow ng opinion.

1. | nt r oducti on

Clainms 1-9 are pending in this application. 1In
accordance with 37 CFR 8 1.142(b), Cdains 1 and 3-5 have been
wi t hdrawn from further consideration by the exam ner as
directed to non-elected subject matter under a restriction
requirenent. Cains 2 and 6-9 stand rejected as unpatentabl e
under 35 U.S.C. § 101 purportedly as drawn to subject natter

wi t hout practical utility and under
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35 U.S.C § 112, first paragraph, as supported by a

speci fication which purportedly would not have enabl ed persons
skilled in the art to use the full scope of products and

nmet hods clainmed for the utility indicated.

According to appellants, Cains 2 and 6-9 stand or fal
together (Brief on Appeal, p. 4). Cdains 2 and 6 represent
the subject matter clained and read:

2. A food product conprising a conposition wherein
_ sai d conposition conprises a non-antibody fraction of
ik and wherein said non-antibody fraction of mlk
amel i or at es,

in a subject with an allergy to an allergen, the synptons
of said allergy of said subject to said allergen when

sai d
fraction is ingested by said subject and wherein said
fraction is produced by the process conpri sing:
(a) admnistering said allergy to a m | k-
produci ng ani nal ;
(b) collecting the mlk fromsaid ani mal of
part (a);
(c) filtering the mlk of part (b) through
a filter which excludes nol ecules of greater than
100, 000 dal tons; and
(d) collecting the effluent fromthe filtration
of part (c) wherein said effluent contains said fraction.
6. A net hod for desensitizing a subject to an
al l ergen wherein said nmethod conprises orally
adm ni stering to said subject a food product, in an

amount and for a tine
sufficient to produce an anelioration in said subject of

- 3 -
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synptons of allergy to said allergen, wherein said food
product conprises a non-antibody fraction of mlk froma
m | k- produci ng ani mal that has been inmuni zed with said
al | ergen.

2. D scussi on

It should have been apparent fromthe questions this
panel of the Board asked counsel at Oral Hearing on July 16,
1998, that we should not rule on the nmerits of this appea
because, as a matter of law, it would be incorrect to do so.
Accordi ngly, we vacate the exam ner’s decision finally
rejecting the subject matter on appeal under 35 U. S.C. § 101
and under 35 U. S.C. 8§ 112, first paragraph, for reasons which
fol |l ow.

W have searched the record of this case and do not find
any indication that the nmetes and bounds of the subject matter
cl ai med have been established. Were, as here, the issues
presented for our review concern the practical utility of the
full scope of the subject nmatter clained and the
specification’s capacity to enable one skilled in the art to
make and use the full scope of the subject matter clained,
claiminterpretation is a necessary prerequisite to resolution

of the nerits of the issues presented. See In re Steele, 305

F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962) (Wen an anal ysis
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of the clains | eaves the review ng body in a quandary as to
what they cover, the exam ner and the Board may not rely on
specul ation as to the nmeaning of the clains in support of a

rejection.) 1In re More, 439 F.2d 1232, 169 USPQ 236 ( CCPA

1971) instructs at 1235, 169 USPQ at 238 [footnotes omtted]:

[The] . . . first inquiry therefore is nmerely to

det erm ne
whet her the clainms do . . . set out and circunscribe a
particular area with a reasonabl e degree of precision and
particularity. It is here where the definiteness of the
| anguage enpl oyed nust be anal yzed--not in a vacuum but
always in light of the teachings of the prior art and of
the particular application disclosure as it would be
interpreted by one possessing the ordinary |evel of skil
in the pertinent art.

Once having determ ned that the subject natter defined by
the clains is particular and definite, the analysis then
turns to the first paragraph of section 112 to determ ne
whet her the scope of protection sought is supported and
justified by the specification disclosure.

For exanple, the exam ner appears not to have interpreted
the term*“allergen” in Clains 2 and 6, the phrases “allergy to
an allergen” in Caim2 and “allergy to said allergen” in
Caim6, the phrases “aneliorates . . . the synptons of said
allergy” in daim2 and “an anelioration . . . of synptons of
allergy” in daim6, the term*“non-antibody fraction” in

Claims 2 and 6, the phrase “a non-antibody fraction of mlk

froma m|k-producing ani mal that has been immuni zed with said
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allergen” in Caim6 (enphasis added), and the phrase

“excl udes nol ecul es of greater than 100,000 daltons” in Caim
2. We will refrain fromconsidering the patentability of the
cl ai med subject nmatter under 35 U S.C. § 101 and under 35
US C 8§ 112, first paragraph, until the exam ner has first
interpreted the neaning and breadth of the aforenentioned
terms and phrases in light of the description of the clained
subject matter in the specification and the teachings of the
prior art. 1d. at 1235, 169 USPQ at 238.

Mor eover, we do not understand how it is possible for the
exam ner of this application to consider the neaning and
breadth of the terns and phrases in appellants’ clains in
light of the prior art or to determ ne whether this
speci fication woul d have enabl ed persons skilled in the art at
the pertinent time to make and use the full scope of invention
cl ai med wi thout having first determ ned the effective filing
date of the subject matter clained. Unless and until the
effective filing date of the subject matter presently clai ned
Is established, what is and what is not prior art as to the
subject matter presently claimed can be no nore than

specul ati ve.
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For exanple, applicants claimthe benefit of priority
under 35 U. S.C. 8 120 through two |ineages (Spec., p. 1, first
para.):

(1)07/815, 630
Decenmber 30, 1991
It
(continuati on)

(2)07/548, 419

July 5, 1990
/ \
(continuation-in-part) \
(3)07/431, 639 \
(Novenber 6, 1989) (continuation-in-part)
I (5)07/177, 223
(Continuation-in-part) (April 4, 1988)
(4)07/161, 039 /
(February 26, 1988) /
\ /

(continuation-in-part)

(6)07/001, 848
(January 9, 1987)
It
(divi sional)
(7)06/546, 162
(Cctober 27, 1983)
It
(continuation-in-part)
(8) 06/ 384, 625
(June 3, 1982)

Wth those two lines in mnd, we list the foll ow ng

i nformati on:
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(1) Application 07/815,630 for “I MMUNE SUPPRESSI VE
PRODUCT, ” was fil ed Decenber 30, 1991, in the nanes of Beck
and Stolle.

(2) Application 07/548,419 was filed July 5, 1990, also

in the nanes of Beck and Stolle and is said to be the parent

of continuation Application 07/815,630 (this application);
(3) Application 07/431,639 for “USE OF HONEY AS VACCI NE"
was filed Novenber 6, 1989, in the sole nane of Stolle and
i ssued July 14, 1992, as U S. 5,130, 128;
(4) Application 07/161,039 for “ANTI H/PERTENSI VE
HYPERI MMUNE M LK, PRODUCTI QN, COMPCSI TI ON, AND USE” was fil ed

February 26, 1988, in the nanes of Beck and Stolle and issued

Novenber 7, 1989, as U. S. 4,879, 110;

(5) Application 07/177,223 for “ANTI-I NFLAMVATORY FACTOR,
METHOD OF | SOLATI ON, AND USE” was filed April 4, 1988, in the
sol e name of Beck and issued Septenber 11, 1990, as U. S.

4, 956, 349;

(6) Application 07/001,848 for “METHOD FOR TREATI NG

DI SORDERS OF THE VASCULAR AND PULMONARY SYSTEMS' was fil ed

January 9, 1987, in the nanes of Stolle and Beck and issued

January 30, 1990, as U S. 4,897, 265;
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(7) Application 07/546,162 for “METHOD FOR TREATI NG
DI SORDERS OF THE VASCULAR AND PULMONARY SYSTEMS® was fil ed

Cct ober 27, 1983, in the nanes of Stolle and Beck and i ssued

January 13, 1987, as U. S. 4,636, 384; and
(8) Application 07/384,625, now abandoned, was filed June

3, 1982, in the nanes of Stolle and Beck.

We note fromthe above listing that while the subject
matter appellants claimappears to be entitled to the July 5,
1990, filing date of (2) Application 07/548,419 filed in the

nanes of Beck and Stolle as a file-wapper continuation of

this application, it is not at all apparent that the ful
scope of the subject nmatter presently clainmed is entitled
either to the Novenber 6, 1989, filing date of (3) Application
07/ 431,639 for “USE OF HONEY AS VACCINE" filed in the sole
name of Stolle or the April 4, 1988, filing date or (5)
Application 07/177,223 for “ANTI-I NFLAMMATORY FACTOR, METHOD
OF | SOLATION, AND USE” filed in the sole nane of Beck. In
fact, this record is noticeably devoid of any indication that
the effective filing date of the subject matter clained has
been determ ned. Accordingly, it is our viewthat claim
interpretation in light of the prior art cannot have been

adequately done without first determning the nmerits of

-9 -
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applicants’ clains under 35 U S.C. 8§ 120 so as to enabl e one
to establish what constitutes the prior art under 35 U S.C. 8§
102.
Mor eover, while conpliance with the requirenments of

35 U.S.C § 112, first paragraph, is nornmally determ ned as of
the filing date of the pending application, the exam ner, when
faced with an intervening reference, may be required to focus
on the filing date of a prior application as the result of the
applicants’ clains for priority under 35 U S.C. 8§ 120. United

States Steel Corp. v. Phillips Petroleum Co., 865 F.2d 1247,

1251, 9 USP@2d 1461, 1464 (Fed. Gr. 1989). W appear to have
just such a case before us.

On their face, Stolle, U S 5,130,128, filed Novenber 6,
1989, and Beck, U. S. 4,956,349, filed April 4, 1988, appear to
be prior art under 35 U S.C. 8 102(e) whether or not they are
commonly assigned with this application filed in the names of

Beck and Stolle. See In re Bartfeld, 925 F.2d 1450, 17 USPQd

1885 (Fed. Cir. 1991). Moreover, Stolle and Beck, U S.
4,636,384 and U. S. 4,732,757 may be prior art under 35 U S. C

8§ 102(b). Accordingly, faced with what prim facie appears at

| east in part to be prior art of record and applicants’ clains

for priority under 35 U.S.C. 8 120 in this case, the exam ner

- 10 -
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shoul d determ ne the effective filing date of the subject
matter here clainmed before ruling on patentability under
either 35 U.S.C. § 112, first paragraph, & 101, § 102, or §
103. It is as of the

effective filing date that conpliance with 35 U. S.C. 88 112,
first paragraph, and 101 and prior art availability nmust be
det er m ned.

Only after determining the effective filing date of the
subject matter clained may the exam ner (1) determ ne whet her
appel lants’ clains satisfy 35 U S.C. § 112, second paragraph,
in light of applicants’ disclosure and the prior art, (2)
consi der whether the subject natter clained is patentable
under 35 U.S.C. 8§ 101 or whether applicants’ disclosure would
have enabl ed one skilled in the art to make and use the ful
scope of the clained subject matter as required by 35 U S.C. 8§
112, first paragraph, (3) determ ne patentability under 35
US C 88 102 and 103 in view of the prior art (conpare

Chester v. MIler, 906 F.2d 1574,

1576, 15 USPQ2d 1333, 1336 (Fed. Cir. 1990), citing Ln re
Gosteli, 872 F.2d 1008, 1010-1011, 10 USPQ2d 1614, 1616 (Fed.
Cir. 1989)), and (4) determ ne whether the subject matter
claimed in this case is unpatentable for obvi ousness-type

- 11 -
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doubl e- patenti ng of subject matter clainmed in any one or nore
of the U S. patents which have issued from applications for
whi ch

priority under 35 U.S.C. § 120 here is clained.?

VW will allow the exam ner of this case to determne in
the first instance the effective filing date of the subject
matter clainmed, the scope and content of the pertinent prior
art, conpliance with the requirenents of the second paragraph
of Section 112, conpliance with Section 101 and the first
par agr aph of Section 112, and patentability of the clained
subject matter under 35 U.S.C. 8§ 102, under 35 U.S.C. § 103,
and over subject matter clainmed in commonly assigned patents
absent the filing of effective termnal disclainmers. For this
panel to review the nerits of the exam ner’s deci sion
rejecting the clains on appeal under 35 U . S.C. 8§ 101 and under
35 U.S.C. 8§ 112, first paragraph, at this tinme w thout those

prelimnary determ nations having been made by an exam ner is

2 The exam ner may wi sh to consi der obvi ousness-type
doubl e- patenti ng i ssues. However, take note that if questions of
obvi ousness-type doubl e patenting of subject matter clainmed in
i ssued patents conme to light, the exam ner may want to consi der
whet her adhering to unpatentability determ nations under 35 U. S. C.
8§ 101 or 112, first paragraph, for lack of utility is consistent
with the presunption of validity of the patented subject matter

- 12 -



Appeal No. 94-3222
Application 07/815, 630

i nconsistent with our review function. See 35 U S.C. 8§ 7
(“The Board . . . shall . . . review adverse deci sions of
examners . . . .”") Accordingly, we vacate the examner’s
final rejections and remand the case to the exam ning corps
for action consistent with this opinion.

This application, by virtue of its “special” status,
requires an imedi ate action, MP.E.P. § 708.01(d). It is
i nportant that the Board be infornmed pronptly of any action

affecting the appeal in this case.

VACATED and RENMANDED

SHERVAN D. W NTERS )
Adm ni strative Patent Judge)
)
|
WLLIAMF. SM TH ) BQOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES
)
)
TEDDY S. GRON )
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